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DETAILED ACTION 



Continued Examination Under 37CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 23 July 2007 has been entered. 

Election/Restrictions 

2. Claims 4-6 and 9-1 1 remain withdrawn from further consideration pursuant to 37 CFR 
1.142(b) as being drawn to a nonelected invention, there being no allowable generic or linking 
claim. Election was made without traverse in the reply filed on 02 August 2006. 



Claim Rejections - 35 USC § 112 



3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 



4. Claims 1-3, 7, and 8 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter that was 
not described in the specification in such a way as to reasonably convey to one skilled in the 
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relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. Claims 1-3, 7, and 8 have been amended so to recite partitioning an 
electrophoretic medium into multiple "buffer chambers." A text search of the original disclosure 
fails to fine any instance where the expression "buffer chamber" has been used, much less an 
instance where it was used in the context presented in the newly amended claims. 

5. A review of the response of 3 July 2007 fails to find any instance where applicant has 
identified a location in the original disclosure for this new limitation. 

6. A review of the amendment of 23 July 2007 has also failed to identify any statement by 
applicant that no new matter has been added by way of said amendment. 

7. For the above reasons, and in the absence of convincing evidence to the contrary, the 
amendment is deemed to comprise new matter. Accordingly, claims 1-3, 7, and 8 are rejected 
under 35 U.S.C. 1 12, first paragraph, as failing to comply with the written description 
requirement. 

8. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

9. Claims 1-3 and 7 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

10. Claims 1-3 and 7 are indefinite with respect to just what constitutes the metes and bounds 
of a "buffer chamber." 
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1 1 . Claims 1 , 2, and 7 are confusing as a result of the amendment to same. As presently 
worded, the method requires "partitioning a container into a first buffer chamber." It is less than 
clear as to how one is to fashion a "buffer chamber" when the "partition" is a filter, which can be 
a membrane that may be planar. If, in the alternative, one is to fashion a true chamber, which is 
closed on all sides, it is unclear how the biopolymer, which is trapped by the "filter" is to pass 
into and through the filter and on into a second chamber, when the very nature of the filter 
caused the biopolymer to be trapped in the first instance. 

12. Additionally, it is not clear as to how the process of partitioning is to relate to the 
following clause- "initially containing said target biopolymer and other biopolymers." Does the 
step of partitioning have to result in some actual, constructive material, or can it be virtual, e.g., a 
zone or region delineated by an automated control device which in the physical sense is not 
separated from the? 

13. Claim 3, which depends from claim 2, fails to overcome this issue and is similarly 
rejected. 

14. Applicant is urged to consider adding additional method steps such that the intended end 
result is actually obtained. 

15. Claim 7 is indefinite where in line 12 is written, "said partition." Upon review of the 
claim it is noted that there are at least three different partitions. It is unclear which partition 
applicant is referencing in this particular instance. Claim 8, which depends from claim 7, fails to 
overcome this issue and is similarly rejected. 

Response to argument 

16. At page 9 of the response received 23 July 2007, applicant's representative states in part: 
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17. Additionally, Office Action states that it is unclear if the "other biopolymers" also would 
move into the third solution when, for example, they both have the same size/mass/charge. In 
response, Applicants respectfully clarify the preamble of each of claims 1, 2 and 7 recites a 
difference in size or charge. Thus, the claims do not encompass such a situation. 

18. The above argument has been fully considered and has not been found persuasive for 
while he preamble states that the biopolymers may have certain properties, the preamble does not 
stipulate that the biopolymers are being separated because of these properties. 

Claim Rejections - 35 USC § 102 

19. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

20. Claims 1-3 are rejected under 35 U.S.C. 102(b) as being anticipated by US Patent 
5,635,045 (Alam). 

21 . Alam discloses a method of separating nucleic acids from other biopolymers. As 
disclosed therein, biopolymers are caused to migrate through a gel (applicant's partition) via 
electrophoretic force. A band of gel can be excised, and placed into a second chamber, wherein 
the biopolymer can be eluted collected, therein separating the target biopolymer (e.g., nucleic 
acids) from the buffer in the second chamber. 
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Claim Rejections - 35 USC § 102/103 

22. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

23. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

24. Claims 1-3 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over US Patent 5,009,759 (Serwer et al.). 

25. For purposes of examination, the term "solution" has been construed to encompass 
solution, regardless of viscosity. As such, the term has been construed as encompassing gels used 
in gel electrophoresis. The term "partition" has been construed as encompassing not only pillar 
arrays, and filters but also gels. 

26. Serwer et al, teaches developing and using both horizontal and vertical gels that have 
gradients of pore sizes. The differences in pore sizes may be abrupt or may be that found in a 
gradient, where an infinite number of degrees of separation can be developed. The myriad 
differences on pore sizes are deemed to meet the limitation of first second, and third solutions. 
The portions of the gradient where the target biopolymers are slower to move, and where they 
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may eventually be trapped, are deemed to meet the limitation of applicants first and second 
"partition" as the target biopolymers are removed/separated/portioned from the other 
biopolymers. 

27. As disclosed by Serwer et al. 5 a mixture of biopolymers (e.g., nucleic acids or proteins) 
may be added/introduced into a gel, and then subjected to an electrophoretic force. 

28. In view of the above remarks, the method of claims 1-3 is deemed disclosed, or in the 
alternative, rendered obvious over the disclosure of Serwer et al. 

29. Claims 7 and 8 are rejected under 35 U.S.C. 103(a) as obvious over US Patent 5,635,045 
(Alam) in view of US Patent Application Publication 2006/0127942 (Straume et al.). 

30. See above for the basis of the rejection as it pertains to the disclosure of Alam. 

3 1 . Alam has not been fond to disclose the use of magnetic beads that are attached to 
biopolymers. 

32. Straume et al., teach at length how magnetic beads can be coupled to any of a variety of 
biopolymers, including nucleic acids and proteins, and can be used to separate the bound 
biopolymer from other components in a sample. 

33. Straume et al., page 12, disclose the use of beads in an electrophoretic medium, and that 
the beads can be coupled to nucleic acids. 

34. Paragraph [0126] teaches that magnetic beads, when coupled to DNA, are able to move 
through a medium in response to electrophoretic force. 

35. Straume et al, page 13, bridging to page 14, teaches separation of DNA from magnetic 
beads. 
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36. It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have combined the methods of Straume et al., with that of Alam, as both Alam and 
Straume et al., disclose isolation of biopolymers that have been caused to pass through various 
regions/chambers of an electrophoretic medium. 

37. Said ordinary artisan would have been motivated to incorporate the method of Straume et 
al., into that of Alam as such would have allowed for the application of a magnetic force, and 
therein take advantage of the speedy movement of magnetic beads to a defined area, and therein 
enhance the isolation of a biopolymer from the electrophoretic buffer. 

38. As en above, the elements disclosed by both Alam and Straume et al., are to function in 
the manner disclosed, and are to result in the same end point- the isolation of a biopolymer from 
a larger sample. In view of the detailed guidance, said ordinary artisan would have had a most 
reasonable expectation of success. 

39. For he above reasons, and in the absence of convincing evidence to the contrary, claims 7 
and 8 are rejected under 35 U.S.C. 103(a) as obvious over US Patent 5,635,045 (Alam) in view 
of US Patent Application Publication 2006/0127942 (Straume et al.). 

Response to argument 

40. At page 10 of the response received 23 July 2007, argument is presented that the cited 
prior art (Serwer) does not disclose first, second, and third buffer chambers, as the claims have 
been amended so to read. 

41 . The above argument has been fully considered and has not been found persuasive. It is 
noted that the "partition" or "buffer chamber" can be a gel. There is no requirement that there be 
any boundary material between the portion of the gel that constitutes the "chamber" and the 
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surrounding material, which can also be a gel While Serwer may not use the term "buffer 
chamber" to define a region of a gel, the various regions of a gel, defined by a density gradient, 
are still present. Indeed, the claimed method requires that electrophoresis be conducted. 
Electrophoresis involves the movement of a charged matter through a gel in response to charge 
and physical size, and that the biopolymers are to be moving through the electrophoretic 
medium, and it associated buffer. 

42. To the same degree that the biopolymer is moved through the chamber and buffer, 
Serwer achieves the same property, as both require the movement of a biopolymer through a gel 
via electrophoretic force. 

43. For the above reasons, and in the absence of convincing evidence to the contrary, the 
rejection of claims 1-3 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over US Patent 5,009,759 (Serwer et al.). 

Conclusion 

44. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bradley L. Sisson whose telephone number is (571) 272-0751. 
The examiner can normally be reached on 6:30 a.m. to 5 p.m., Monday through Thursday. 

45. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ram Shukla can be reached on (571) 272-0735. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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46. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Bradley L. Sisson/ 
Primary Examiner 
Art Unit 1634 

BLS 



